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DETAILED ACTION 
Acknowledgements 

I. This is in response to an amendment filed on August 3rd, 2007. Claims 59-80 have been 
added. Claims 22-37, 55 and 59-80 are pending. Claims 1-23 and 31-35 have been 
examined. 



Response to Arguments 

Applicant's arguments with respect to claims 22-37, 55 and 59-80 have been considered 
but are moot in view of the new groiind(s) of rejection, necessitated by applicant's amendment. 

Claim Interpretation 

2. In determining patentability of an invention over the prior art, the USPTO has considered all 
claimed limitations, and interpreted as broadly as their terms reasonably allow. Additionally, 
all words in the claims have been considered in judging the patentability of the claims against 
the prior art. 

3. It should also be noted that, in the office action that: 

A. Items in the rejection that are in quotation marks are claimed language/limitations 

B. Passages in prior art references may be mere rephrasing/rewording of claimed 
limitations, but the implicit/explicit meaning of the references vis-a-vis the claimed 
limitation remains intact. 

C. Functional recitation(s) using the word "for" or other functional terms (e.g, "for 
monitoring operation of a self service terminal application exceeded by a self service 
terminal coupled to the computer" as recited in claim 8) have been considered but 
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given less patentable weight* because they fail to add any steps and are thereby 
regarded as intended use language. To be especially clear, the Examiner has 
considered all claim limitations. However the A recitation of the intended use of the 
claimed invention must result in additional steps. See Bristol-Myers Squibb Co. v. 
Ben Venue Laboratories, Inc., 246 F.3d 1368, 1375-76, 58 USPQ2d 1508, 1513 (Fed. 
Cir. 2001) (Where the language in a method claim states only a purpose and intended 
result, the expression does not result in a manipulative difference in the steps of the 
claim.). 

D. Limitations that recite the purpose of a process or the intended use of a structure are 
generally not given any patentable weight. Patentable weight is therefore given to the 
actual process steps or structural limitations. 

E. Word(s) that are separated by are being examined as being synonymous 

F. The USPTO interprets claim limitations that contain statement(s) such as may, 
might, can, could, when, potentially, possibiy\ as optional language (this list of 
examples is not intended to be exhaustive). As matter of linguistic precision, optional 
claim elements do not narrow claim limitations, since they can always be omitted (In 
re Johnston, 77 USPQ2d 1788 (Fed. Circ. 2006)). They will be given less patentable 
weight, because language that suggests or makes optional but does not require steps 
to be performed or does not limit a claim to a particular structure does not limit the 
scope of a claim or claim limitation. 



' See e.g. In re Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 1983)(stating that 
although all limitations must be considered, not all limitations are entitled to patentable weight). 
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G. Independent claims are examined together, since they are not patentable distinct. If 
applicant expressly states on the record that two or more independent and distinct 
inventions are claimed in a single application, the Examiner may require the applicant 
to elect an invention to which the claims will be restricted. 
^ H. Any official notices taken by the USPTO that are not adequately traversed by 
applicant will be taken to be admitted prior art. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Regarding claims 22, 24, 25, 27, 35, and 37, the phrase "and/or" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty defined in section 35 1(a) shall have the 
effects for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

7. Claims 22-37 and 55 are rejected under 35 U.S.C. 102(e) as being anticipated by O'Kane et 
al. (U.S 20030097299). 
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As per claims 22-37 and 55, O'Kane et al. discloses an invention that relates to the art of 
transferring data files between users and, more specifically, to the use of peer to peer processing 
for this purpose. The invention comprises of the following: 

• A P2P network with a plurality of cHents (first, second or third) connected to it (par. 56)- 
Claims 22, 23 

• The client computers include software module that is operable (or executable) to enable 
these machines to access the network and be capable of consuming system resources 
provided by other systems connected to the network (aka managing the 
transfer/download of content) (par. 58) - Claim 22 

• The aspect of content instantiation is being interpreted by the PTO as being content 
transfer or download. Accordingly, each time the content is downloaded (first, second or 
third time), the downloaded content has unique tag (par. 62) - Claims 22, 24 

• Paragraph 16 of the prior art teaches that users in the art can use cellular phone. Personal 
Digital Assistant etc, as client devices - Claim 25 

• Audio files such as MP3 format (par. 96yClaim 26 

• The unique tag is based on the IP address of the originated and computer and file name 
to be downloaded (par. 62) - Claims 27, 55 

• The basics of P2P operation are a user requests a file(s) to be downloaded and the other 
user or server makes available the file(s) to be downloaded (par, 10-13) - Claim 28 

• Computer program executable to complete an authorization procedure (par. 90). 
authorization procedures also enable the digital information to be distributed for a limited 
number of uses/users, thus enabling per-use fees to be charged for the digital information 
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(par. 50). Implicitly, a transaction account has to set up in order to charge users for 
content. Additionally, the language in claim 30 does not require steps of "setting up 
account" to be performed - Claims 29-30 

• A system that manages that upload and download of files through the P2P network (par. 
64) -Claims 31-32 

• The current invention will allow a person to send a file once and see it hosted by dozens 
or even thousands of potential consumers on a network (par. 39, 52, 56, SiyClaim 33 

• Provides payments to the parties involved for performing the hosting function (par. 52, 
69) -Claim 33 

• Requesting or polling for files (par. 64) -Claim 34 

• Prior art teaches the aspect of digital content which includes among other things, text, 
graphical images, sound files, and the like (par. 6, 96-101). Books and magazines would 
fall under the category of text or graphical images - Claim 35 

• Transfers and downloads must oblige to United States copyright laws such as the Digital 
Millennium Act of 1 998 (par. 31)- Claim 36 

• The client device can be an MP3 or video player (par, 1 12), and it is well established in 
the art that MP3 player can be part of personal entertainment system -Claim 37 

• Client computers having memory (par. 56-58) - Claim 55 



Conclusion 

8. THIS ACTION IS MADE FINAL. Any new ground(s) of rejection is due to the 

applicant's amendment. Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 



Application/Control Number: 10/016,325 



Page 7 



Art Unit: 3621 

9. A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action is not mailed until after the end 
of the THREE-MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Evens Augustin whose telephone number is 571-272-6860. The 
examiner can normally be reached on Monday thru Friday 8 to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on 57 1 -272-6779. 



/Evens J. Augustin/ 
Evens J. Augustin 
October 15,2007 
Art Unit 3621 
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